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As a result of the America Invents Act, patentees have since September 
2021 had the option to request supplemental examination, post-grant, to 
have the U.S. Patent and Trademark Office consider information that may 
be relevant to a patent. 
 
While a review of USPTO's annual statistics for the past 10 fiscal years 
reveals that supplemental examination is not commonly used, patentees 
may nevertheless want to consider using this tool. 
 
How it Works 
 
During patent prosecution, there is duty of disclosure to submit material information to the 
patentability of the claimed invention to the USPTO.[1] This duty extends until patent 
grant.[2] 
 
Information submitted to and considered by the USPTO is listed on the face of the patent. 
The U.S. Court of Appeals for the Federal Circuit establishes that it is more difficult to 
challenge validity based on such considered information.[3] 
 
However, additional information often becomes available that a patentee may want the 
USPTO to consider. supplemental examination provides a mechanism to have the USPTO 
consider any information post-grant and make it less likely that such information can be 
used to challenge patent validity. 
 
At any time during a patent's period of enforceability, a patent owner may request 
supplemental examination to have the USPTO "consider, reconsider, or correct information 
believed to be relevant to the patent," under Title 35 of the U.S. Code, Section 257(a) and 
Title 37 of the Code of Federal Regulation, Section 1.601(c).[4] 
 
A supplemental examination request is akin to an information disclosure statement and 
merely requires a listing of the art without any additional comments. 
 
After filing a supplemental examination request, which is limited to 12 pieces of information, 
along with the fees for supplemental examination and ex parte reexamination — total fees 
of $17,320 — the USPTO has three months to conduct and issue a certificate indicating 
whether the information raises a substantial new question of patentability, or SNQ, which is 
the standard for requesting ex parte reexamination.[5] 
 
If no SNQ is found, the supplemental examination terminates and the $12,700 ex parte 
reexamination fee is refunded.[6] If the USPTO determines that the information raises an 
SNQ, ex parte reexamination is ordered without the patent owner having the right to file a 
preliminary statement.[7] 
 
Potential Strategic Uses of Supplemental Examination 
 
Prior art references or additional information discovered post-grant, especially during 
prosecution of corresponding foreign case, may be relevant to patent claims and may thus 
be of concern. Supplemental examination provides a mechanism to have the USPTO 
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consider such references or any other information post-grant. 
 
The mere filing of a request for supplemental examination does not adversely impact a 
patent's presumption of validity.[8] Thus, a successful SE can strengthen a patent, 
especially in view of the heightened burden of invalidity based on USPTO considered art. 
 
Supplemental examination can be used to have the USPTO consider any information post-
grant. The definition of "information" for supplemental examination is broad and even 
includes information on which an inequitable conduct allegation could be based. 
 
 Supplemental examination can be used to strengthen a patent and remove any doubt of 
validity that may arise from information discovered post-grant. 
 
For example, supplemental examination can be used to have the USPTO consider references 
post-grant that were cited during prosecution of a corresponding foreign application or 
identified during due diligence or as part of a prelitigation investigation. 
 
Supplemental examination can also be used to immunize a patent against an inequitable 
conduct allegation as long as such an allegation has not yet been made in a civil litigation or 
abbreviated new drug application.[9] By statute: 

A patent shall not be held unenforceable on the basis of conduct relating to 
information that had not been considered, was inadequately considered, or was 
incorrect in a prior examination of the patent if the information was considered, 
reconsidered, or corrected during a supplemental examination of the patent.[10] 

 
In addition, supplemental examination can be a back door mechanism for initiating ex parte 
reexamination without formally filing a request, which requires a detailed explanation of the 
art's pertinency and an assertion that the art raises an SNQ. 
 
Thus, a patentee can use supplemental examination to request ex parte reexamination 
without having to make a negative statement regarding the prior art. Patentees may even 
be able to avoid ex parte reexamination if the USPTO determines the reference does not 
raise an SNQ. 
 
The Patent Trial and Appeal Board can deny institution of post-grant or inter partes review 
based on art previously considered by the USPTO.[11] Thus, a strategic filing 
of supplemental examination can immunize a patent against challenges in the PTAB based 
on art discovered post-grant. 
 
Similarly, having the USPTO consider post-filing art may be useful during litigation.[12] 
 
Patentees seeking to sell, license or enforce patent rights may want to consider assessing 
their patents to see if supplemental examination may be warranted before attempting a 
transaction involving the patents.  
 
The USPTO's supplemental examination statistics are reviewed below.[13] 
 
A Review of the USPTO's Supplemental Examination Statistics 
 
Infrequent Use of Supplemental Examination 
 
Despite the potential upsides, supplemental examination is used only infrequently. 



Supplemental examination became available on Sept. 16, 2012,[14] just before the start of 
fiscal year 2013, or Oct. 1, 2012. 
 
Since then, between fiscal year 2013 and fiscal year 2022, only 415 requests for 
supplemental examinations have been filed — i.e., an average of 42 per fiscal year. 
 
Of these requests, 359 were accorded a filing date (86.5%). Supplemental examination 
requests peaked in fiscal year 2017 (see Figure 1). For the last two fiscal years, the number 
of supplemental examinations has remained about the same (less than 40). 
 

 
 
Electrical Arts Comprise Most Supplemental Examination Requests About 32% Are 
Chemical Arts  
 
Almost half of supplemental examination requests have been in the electrical arts (see 
Figure 2). The chemical arts, which include patents in biotech, account for about 32% of all 
requests. However, in the last two fiscal years, supplemental examination in the chemical 
arts accounted for more than half of all supplemental examination (see Figure 3). Only 
11 supplemental examination requests (2.7%) have been filed for design patents. There 
were no SE requests for design patents in fiscal year 2015, fiscal year 2016 and fiscal years 
2018-2021. 
 
Since fiscal year 2019, supplemental examination requests in the chemical arts 
increased; supplemental examination requests in the mechanical arts decreased (see Figure 
3). Since fiscal year 2020, supplemental examination requests in the electrical arts have 
also decreased. 
 



 
 

 
 
Most Supplemental Examinations Result in Ex Parte Reexamination 
 
Almost 70% of all supplemental examination resulted in a finding of SNQ — i.e., ex parte 
reexamination (see Figure 4). In fiscal year 2022, the number of supplemental examinations 
with no SNQ decreased from 37.1% to 21.4%. In fiscal year 2022, the number 



of supplemental examinations in which an SNQ was found increased from 62.5% to 78.6%. 
Thus, the most likely outcome of an supplemental examination request is ex parte 
reexamination. 
 

 
 
Comparing the Data to Ex Parte Reexamination 
 
Since the AIA's implementation, the number of ex parte reexamination requests decreased 
from 781 in fiscal year 2012 to 337 in fiscal year 2022 (see Figure 5). This is likely due to 
the availability of AIA trials. Whereas only 415 supplemental examination requests have 
been filed from fiscal years 2013-2022, over the same period, ex parte reexamination was 
requested 2,505 times. 
 
Since fiscal year 2019, the number of ex parte reexaminations has increased, with the 
increase primarily due to an increase in third-party ex parte reexamination requests. Most 
ex parte reexamination requests are granted — i.e., an SNQ is found — with less than 7% 
resulting in denials since fiscal year 2013 (see Figure 6). Since fiscal year 2019, less than 
5% of ex parte reexamination requests have been denied. 
 



 
 

 
 
Furthermore, for fiscal years 2007-2022, most ex parte reexamination requests have been 
in the electrical arts — 46.6% on average — (see Figure 7). 
 
About 30% of ex parte reexamination requests have been in the mechanical arts. One in 
five ex parte reexamination requests has been in the chemical arts. 
 



 
 
What Do the Numbers Mean? 
 
While at first glance, supplemental examination appears to be an expensive tool, the costs 
of a successful supplemental examination — $4,620 plus legal fees — are a relative bargain 
when its benefits are considered, particularly when compared to the costs of reexamination 
— $12,600 plus legal fees — or prosecuting a reissue application. 
 
In addition, via a supplemental examination, which is more akin to an information disclosure 
statement, patentees can make art of record or other information without having to make 
statements regarding such art of information. 
 
Thereby patentees can avoid creating potentially adverse prosecution history. Despite this, 
the USPTO's statistics reveal that few patentees file supplemental examination. The small 
number of supplemental examination requests certainly indicates that supplemental 
examination is an underappreciated tool. 
 
The high percentage of supplemental examinations resulting in a finding of SNQ may be 
indicative of supplemental examination requests only being filed when the information to be 
considered is quite likely to raise an SNQ. It may also indicate that patentees are 
using supplemental examination as a bypass route to ex parte reexamination. 
 
Patentees may have decided to do so in the off chance that the USPTO does not find a SNQ. 
Alternatively, patentees may have decided to do so to avoid having to make negative 
assertions about a patent on the record. 
 
Currently, supplemental examination seems to be most popular in the chemical arts, with 
the number of supplemental examination requests in the mechanical and electrical arts 



declining. This is most likely a function of the complexity of the field. The trend for ex parte 
reexamination is different — more ex parte reexamination requests are being filed in the 
electrical arts. 
 
Patentees may want to keep supplemental examination in mind as a tool to assess post-
grant information and references. The costs of a successful supplemental examination may 
be less than an internal assessment as to the impact of the information on a patented claim. 
However, patentees need to balance the costs of supplemental examination with the 
possibility of ex parte reexamination. 

 
 
Fabian Koenigbauer is a partner at Ice Miller LLP. 
 
The opinions expressed are those of the author(s) and do not necessarily reflect the views 
of their employer, its clients, or Portfolio Media Inc., or any of its or their respective 
affiliates. This article is for general information purposes and is not intended to be and 
should not be taken as legal advice. 
 
[1] 37 C.F.R. § 1.56. 
 
[2] M.P.E.P. 2001. 
 
[3] See e.g. Int'l Great Brands v. Kellogg North America Co., 869 F.3d 1336, 1350 (Fed. Cir. 
2017) ("Kraft's final argument invokes this court's recognition that a 'party challenging 
validity shoulders an enhanced burden if the invalidity argument relies on the same prior art 
considered during examination.'") (quoting Tokai Corp v. Easton Enters., Inc., 632 F.3d 
1358, 1367 (Fed. Cir. 2011)). 
 
[4] 35 U.S.C. § 257(a) and 37 C.F.R. § 1.601(c). 
 
[5] 35 U.S.C. § § 257(a), 302(a) and 37 C.F.R. §§ 1.605(a), 1.610. 
 
[6] 37 C.F.R. § 1.625. 
 
[7] 35 U.S.C. § 257(b). 
 
[8] 35 U.S.C. § 257(b). 
 
[9] 35 U.S.C. § 257 (b). 
 
[10] 35 U.S.C. § 257 (c). 
 
[11] See 35 U.S.C. § 325(d) and Becton, Dickinson & Co. v. B. Braun Melsungen AG, 
IPR2017-01586, slip op. at 17–18 (Paper 8) (PTAB Dec. 15, 2017). 
 
[12] See e.g. Sunoco Partners Marketing & Terminals, L.P. v. U.S. Venture, Inc., 339 F. 
Supp. 3d 803 (N.D. Ill. 2018) (use of supplemental examination to defend charge of 
inequitable conduct). 
 
[13] The data for this analysis was generated from the USPTO's FY 2022 Workload Tables 
(available online 
at https://www.uspto.gov/sites/default/files/documents/USPTOFY22WorkloadTables.xlsx). 



 
[14] M.P.E.P. § 2801. 
 


